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DETAILED ACTION 

Acknowledgment is made of the amendment filed 9/17/07. Claims pending are 1- 
4, 9-14 and 16-25. Claims 1-4, 9-14 and 16-19 have been amended. Claims 20-25 have 
been added. Claim 15 has been cancelled. 

Claim Rejections - 35 USC§ 103 

1. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claims 1-4, 9-14 and 16-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dieing et al. (EP 0 893 117, translation) in view of either Dupuis et 
al. (US 5,553,63) or Eteve et al. (US 5,643,557), all of record. 

Dieing et al. teach cationic crosslinked polymers for use in cosmetic 
compositions, in particular in hair care compositions such as hair lotions, rinses, 
emulsions, sprays and shampoos, said polymers comprising 1-99.99% of a cationic or 
quaternized monomer such as 3-mehyl-l-vinylimidazolium methyl sulfate and 0-98.99% 
of a water-soluble monomer such as N-vinylpyrrolidone. See Translation at pp. 4-6. 
N,N'-divinylethylenurea can be used as a crosslinking agent. See Translation at p. 5; p. 
7; Example 3. The polymers of Dieing et al. are obtained by the same method of free- 
radical initiated solution polymerization as recited in the instant claims. See Translation 
at p. 5. Dieing et al. teaches that along with the polymers and solvents, the cosmetic 
hair preparations can also contain conventional cosmetic ingredients. See Translation at 
p. 6. With respect to Claims 24 and 25, the compositions of Dieing et al. contain 0.01- 
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5% of the cationic crosslinked polymer, which is within the claimed range. See p.7. 
Dieing et al. do not explicitly teach the UV filters of the instant claims. However, Dupuis 
et al. teach using coated or uncoated metallic oxide pigments (e.g. titanium dioxide, 
zinc oxide, cerium oxide or zirconium oxide) having an average size of less than 100 nm 
in haircare cosmetic compositions for the protection of hair keratin against sunlight. See 
Abstract; col. 1, lines 13-17, 30-65; col. 2. Similarly, Eteve et al. teach using coated or 
uncoated metallic oxide pigments (e.g. titanium dioxide, zinc oxide, cerium oxide or 
zirconium oxide) having an average size of less than 100 nm in haircare and skincare 
compositions for the protection of epidermis or hair against UV rays. See Abstract; col. 
1, line 59 - col. 3, line 65. The compositions of both Dupuis et al. and Eteve et al. may 
contain conventional organic UV sunscreens. See Examples. Therefore, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to modify the hair care compositions of Dieing et al. such that to employ inorganic UV 
filters of either Dupuis et al. or Eteve et al. One having ordinary skill in the art would 
have been motivated to do this to obtain compositions that would protect hair and skin 
from UV radiation as suggested by either Dupuis et al. or Eteve et al. With respect to 
Claim 17, as amended, and new Claim 20, when the compositions of Dieing et al. in 
view of either Dupuis et al. or Eteve et al. are applied to hair, they are applied to the 
skin (scalp). 

Therefore, the invention as a whole would have been prima facie obvious to one 
of ordinary skill in the art at the time the invention was made. 
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Response to Arguments 

3. Applicant's arguments filed 9/17/07 have been fully considered but they are not 
persuasive. 

In response to the Applicant's argument that the cited prior art pertains to hair 
care compositions whereas the Applicant's claims "are drawn to preparations for 
protecting human skin against solar rays", it is noted the recitation of intended use, i.e. 
"for protecting human skin" in the composition claims is not given any patentable 
weight. The courts have held that in composition claims "intended use must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure 
is capable of performing the intended use, then it meets the claim." See In re Casey, 
152 USPQ 235 (CCPA 1967); In re Otto, 136 USPQ 458, 459 (CCPA 1963). Further, it is 
noted that the compositions of Dieing et al. are applied to hair as hair lotions, hair 
rinses, hair emulsions, conditioners, gels, etc., and therefore, are applied to scalp (i.e. 
skin). Furthermore, it is noted that Eteve et al. teach using coated or uncoated metallic 
oxide pigments in haircare and skincare compositions for the protection of epidermis or 
hair against UV rays as discusses above. 

In response to the Applicant's argument that there is no suggestion to combine 
the references, the Examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
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references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Dieing et al. teach 
cosmetic compositions, in particular, hair care compositions containing the cationic 
crosslinked polymers of the instant claims. Dieing et al. teaches that along with the 
polymers and solvents, the cosmetic hair preparations can also contain conventional 
cosmetic ingredients, but fails to teach the metal oxides. However, both Dupuis et al. 
and Eteve et al. teach using coated or uncoated metallic oxide pigments in haircare 
cosmetic compositions for the protection of hair keratin against sunlight as discussed 
above. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the hair care compositions of Dieing et al. 
such that to employ inorganic UV filters of either Dupuis et al. or Eteve et al. One 
having ordinary skill in the art would have been motivated to do this to obtain 
compositions that would protect hair and skin from UV radiation as suggested by either 
Dupuis et al. or Eteve et al. The strongest rationale for combining references is a 
recognition, expressly or implicitly in the prior art or drawn from a convincing line of 
reasoning based on established scientific principles or legal precedent, that some 
advantage or expected beneficial result would have been produced by their 
combination. See In reSernaker, 17 USPQ 1, 5-6 (Fed. Cir. 1983) and MPEP 2144. In 
this case, the advantage would be protection of hair and skin from UV radiation as 
suggested by either Dupuis et al. or Eteve et al. 
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Further, in response to the Applicant's argument that "a person of ordinary skill 
in the art would not have been motivated to incorporate a pigment, which is according 
to Dupuis et al. useful in non-rinse products for protecting hair, in a rinse-off product as 
addressed in the disclosure of Dieing et al." (see p 4/10 of the reply), it is noted that 
Dieing et al. teach a variety of hair care products, both leave-on and rinse-off, including 
hair lotions, rinses, emulsions, sprays, shampoos, gels, mousses, etc. See p. 6. 

Furthermore, the Applicant argues: "Neither the teaching of Dieing et al. nor the 
disclosure of Eteve et al. contain anything which suggests or implies that polymers 
corresponding to component (A) of applicants' preparation are suitable to stabilize a 
skin protection composition which comprises an inorganic UV filter corresponding to 
component (B) of applicants' preparation, or that the polymers corresponding to 
component (A) of applicants' preparation are suitable to increase the sun protection 
factor which can be achieved by a skin protection composition which comprises an 
inorganic UV filter corresponding to component (B)." See pp. 5/10 and 6/10 of the 
reply. In response, the fact that applicant has recognized another advantage which 
would flow naturally from following the suggestion of the prior art cannot be the basis 
for patentability when the differences would otherwise be obvious. See Ex parte 
Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

Further, with respect to the examples in the instant specification, the Applicants 
argue that the claimed combination of components (A) and (B) produces unexpected 
results such as increased stability and SPF of the preparation. See p. 5/10 of the reply. 
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In response, it is noted that the compositions tested by the Applicant (see specification 
@ pp. 26-27, Application Examples 1 and 2) contain 0.5% of a polymer produced in 
Preparation Example 9 and 5% of zinc oxide. The alleged unexpected results are not 
commensurate in scope with the claimed invention. Thus, the Applicant's claims recite a 
concentration range of "from 0.001 to 30% by weight" of the mixture of components 
(A) and (B), but the Examples in the specification exemplify 5.5% of the mixture. 
Whether the unexpected results are the result of unexpectedly improved results or a 
property not taught by the prior art, the "objective evidence of nonobviousness must be 
commensurate in scope with the claims which the evidence is offered to support." In 
other words, the showing of unexpected results must be reviewed to see if the results 
occur over the entire claimed range. In re Clemens, 622 F.2d 1029, 1036, 206 USPQ 
289, 296 (CCPA 1980). To establish unexpected results over a claimed range, applicants 
should compare a sufficient number of tests both inside and outside the claimed range 
to show the criticality of the claimed range. In re Hill, 284 F.2d 955, 128 USPQ 197 
(CCPA 1960). Also see MPEP 716.02(d). Furthermore, the Applicant's claim 1 
encompasses a very large genus of the polymers, but the Examples recite only one 
member of the genus. Thus, the alleged unexpected results are not commensurate in 
scope with the claimed invention also in respect to the number of species tested. There 
is no adequate basis for reasonably concluding that the great number and variety of the 
polymers included in the claims would behave in the same manner as the tested 
compositions. The nonobviousness of a broader claimed range can be supported by 
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evidence based on unexpected results from testing a narrower range if one of ordinary 
skill in the art would be able to determine a trend in the exemplified data which would 
allow the artisan to reasonably extend the probative value thereof, in re Kollman, 595 
F.2d 48, 201 USPQ 193 (CCPA 1979). See MPEP above. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marina Lamm whose telephone number is (571) 272- 
0618. The examiner can normally be reached on Mon-Fri from 11am to 7pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan, can be reached at (571) 272-0629. 
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The fax phone number for the organization where this application or proceeding 
is assigned is (571) 273-8300. Information regarding the status of an application may 
be obtained from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




